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1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg, Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

2. Claims 1-14,22 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 1-14,22 of copending Application No. 09/885,915. This 
is a provisional double patenting rejection since the conflicting claims have not in fact 
been patented. The wording of the claims is somewhat different; however, the scope of 
the claims is the same. If you infringe on the claims of the instant application you will 
necessarily be infringing the claims of 09,885,915 and vice versa. If one set of claims is 
infringed the other set will necessarily be infringed also. The difference in the claimed 
language that deals with the intended use of the article (i.e. "for conducting a rental 
transaction" as opposed to "for conducting a point-of-sale transaction) does not result in 
a different article structurally. A processing device with communication software can 
allow a rental transaction to occur just as well as a POS transaction. The type of 
transaction the processing device is conducting does not result in a different scope for 
the article claimed and does not structurally distinguish one set of claims over the other. 
The language concerning the data of the database and what it is for is also of the same 
scope in each set of claims. This is non-functional descriptive material and does define 
anything further to the article. 
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3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claim 22 is provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 6 and 21 of 
copending Application No. 09/885,915. Although the conflicting claims are not identical, 
^j^0y pQ{@p^Q|^|y distinct from each other because of the following: 

Claim 22 recites the invention substantially as is claimed in claim 21 . The 
difference is that instant pending claim 22 fails to recite a browser limitation and a data 
entry field limitation as does claim 21 of 09/885,91 5. Claim 22 is broader with respect to 
this aspect of the rejection. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1 993). Claim 22 also recites a database connected to the server whereas claim 21 
(of '915 app) does not recite a database. With respect to the failure to claim a browser 
and a data entry field, the deletion of an element is considered obvious. See In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993). With respect to providing 
a database, in view of claim 21 of '915, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to provide claim 21 of '91 5 with a 
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database to store all the information a business must deal with. The recitation of a 
database is considered obvious and its use is very old and well known in the art. One 
could almost argue a system of the type claimed cannot work with a database, that is 
how obvious it is (in the opinion of the examiner). 

For claim 22, the only difference between claim 22 and the scope of claim 6 is 
the failure of claim 22 to recite "an office". Failure to claim an "office" is considered 
obvious as this is just a failure to recite a claimed limitation. This is a broadening out of 
the claimed invention recited in claim 6 of the '915 application. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993). 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 



6. Claims 1,2,4-14,22 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Coutts et al. (6311165). 

For claims 1,2,22, applicant should take notice that in article claims the 
name/type of the transaction (i.e. for rental transaction, and rental store management 
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system) has been given minimal patentable weight. These are just descriptive words 
that describe the intended use of the system. With respect to the "digital form" 
language this is describing data (not a real tangible thing) that is considered to be non- 
functional descriptive material, so the type of data being transferred will also be given 
minimal patentable weight. Coutts discloses a transaction management system that 
includes a server (i.e. 334). The examiner considers the location of the server to be the 
claimed "office". The claimed "store" with processing device is considered to be the 
terminal (i.e. POS terminal 374) that inherently has a location. The terminal Is disclosed 
as having a processor (i.e. 320) and communication software that allows the terminal of 
the store and server at the office to communication and transfer data (a virtual private 
network). The processor and communication software are fully capable of conducting a 
rental transaction. Coutts is fully capable of sending the type of digital form claimed 
from the office to the store. As stated previously, the type of data is considered to be 
non-functional descriptive material and does not serve to distinguish over Coutts. 

For claim 4, calling the previously recite office a store does not structurally add 
anything to the claim. The examiner considers the location of the server to be the 
office, which is considered to be a store. Applicant is merely reciting the name of the 
location of the server and this does not distinguish over Coutts. 

For claims 5,6,8,9,22, Coutts discloses a database (i.e. 312). 

For claim 7, Coutts discloses that the processor may receive data from the server 
in JAVA ™ code and this requires the use of a browser as claimed. See for example 
column 3, lines 25-26. 
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For claims 10-12, the type of data recited is considered to be non-functional 
descriptive material and has been given minimal patentable weight. It has been given 
patentable weight to the extent that Coutts is fully capable of transmitting the type of 
data recited; therefore, Coutts is anticipatory. 

For claim 13, Coutts discloses that the terminal with processor is provided with 
an IP address so to communication with the server. This is communication through the 
Internet as claimed. 

For claim 14, In article claims the applicant is reciting a method limitation that 
deals with the data being transmitted. Claim 14 recites the encryption of data. The 
system of Coutts is fully capable of sending encrypted data that requires authentication 
as claimed. Applicants claim is directed to a method concerning the transmitted data 
(that itself is non-functional descriptive material) and has been given minimal patentable 
weight. 

7. Claims 15-19 are rejected under 35 U.S.C. 102(a) as being anticipated by 
www.Alamo.com . 

For claims 15,16,23,25,27, the Alamo document discloses an Internet web page 
where a consumer can go and reserve a vehicle for rent. When the consumer logs onto 
the Internet and goes to the Alamo web address, a digital form is sent from the office 
(the location of the Alamo server, database, etc.) to the rental store (the location of the 
computer being used by the consumer, which can be a rental agency itself). The digital 
form is displayed in the form of different data entry fields that ask for certain information. 
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Under the section "Additional Equipment" the consumer may opt to have a ski rack 
installed on the rental car (merchandise/rental item that can be installed). The text "ski 
rack" and the box to check is a digital form that textually displays merchandise that may 
be installed on the vehicle. The consumer is also asked to identify the type of vehicle 
(customer vehicle form claim 23) in another digital form. With respect to the recitation 
of 1^* and 2"^ digital forms, Alamo discloses more than one digital form as claimed in the 
processing of the rental transaction. A rental quote is determined and displayed for the 
consumer to accept or decline. Alamo also discloses that a rental transaction is 
processed as claimed. 

For claim 17,29, the use of a browser to view the digital forms is considered 
inherent. A browser is necessarily required (i.e. Internet Explorer, Netscape, etc.). 

For claims 18,19,28, the use of a server and a database by Alamo is considered 
inherent. 

For claim 26, at some point a search of a database has to be done to see if the 
ski rack can be used with the selected vehicle. Not all ski racks can be used on all 
vehicles. The limitation of claim 26 is considered to be inherently in Alamo. 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made, 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Coutts et 
al. (6311165). 

For claim 3, Coutts discloses that the store has a router but does not disclose 
that the office has a router. Coutts discloses that the router at the store can act as a 
firewall to prevent unwanted communications with other devices. The use of a router is 
Qld and well known in the art and is considered obvious. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to provide the office of 
Coutts with a router so that the server at the office had a router to act as a firewall to 
protect it in a similar manner to the office processor. 

1 1 . Claims 20,24, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
www.Alamo.com . Alamo discloses the invention substantially as claimed. Alamo 
discloses the vehicle identification data is sent to the office but does not disclose that 
this data is in the form of an image. The data may be an identifying number, a name, or 
some other type of identifier for the vehicle type. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have the data be in the 
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form of an image because it does not matter what form the vehicle data takes, all that 
matters is that the desired vehicle is identified in some manner. 
12. Claims 21,30, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
www.Alamo.com in view of Johnson (5493490). 

For claim 21, Alamo discloses that a picture of the selected car is displayed for 
the consumer during the rental process online. Alamo does not disclose the concept of 
displaying an image of the identified vehicle with the merchandise installed (such as 
with a ski rack). Johnson discloses a method of customizing proposals for vehicle sales 
where the photo of the vehicle is customized to the consumer's preferences. Johnson 
discloses that the consumer may choose from certain options that are available on the 
car (such as a type of wheels). Johnson further discloses that the photo displayed 
shows the desired options on the desired car. Johnson explains that this approach is 
very effective in making a sale because the proposal is tailored to the individual 
customer and their preferences, and this leads to better chance of making the sale. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have Alamo show the consumer a picture of the selected vehicle with any 
additional merchandise that has been selected (such as the ski rack) so that the rental 
proposal can be tailored to the customer to allow the best chance of obtaining a rental 
transaction. Alamo already shows the consumer a picture of the vehicle they want to 
rent, they disclose that additional equipment can be selected, so displaying a picture of 
the vehicle with the selected additional equipment is considered obvious in view of 
Johnson. 
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For claim 30, Alamo discloses the invention substantially as claimed. Alamo 
discloses the vehicle identification data is sent to the office but does not disclose that 
this data is in the form of an image. Alamo does not disclose the concept of displaying 
an image of the identified vehicle with the merchandise installed (such as with a ski 
rack). 

With respect to the data being in the form of an image, the data of Alamo may be 
an identifying number, a name, or some other type of identifier for the vehicle type. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have the data be in the form of an image because it does not matter what form 
the vehicle data takes, all that matters is that the desired vehicle is identified in some 
manner. With respect to the recitation of "capturing an image of a customer's vehicle", 
l3@Q3use Alamo displays an image of the vehicles available for rent, the image of the 
customer's vehicle (the vehicle they desire to rent) inherently has been captured. 

Concerning disclose the concept of displaying an image of the identified vehicle 
with the merchandise installed (such as with a ski rack). Alamo discloses that a picture 
of the selected car is displayed for the consumer during the rental process online. 
Alamo does not disclose the concept of displaying an image of the identified vehicle 
with the merchandise installed (such as with a ski rack). Johnson discloses a method of 
customizing proposals for vehicle sales where the photo of the vehicle is customized to 
the consumer's preferences. Johnson discloses that the consumer may choose from 
certain options that are available on the car (such as a type of wheels). Johnson further 
discloses that the photo displayed shows the desired options on the desired car. 
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Johnson explains that this approach is very effective in making a sale because the 
proposal is tailored to the individual customer and their preferences, and this leads to 
better chance of making the sale. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have Alamo show the consumer a picture 
of the selected vehicle with any additional merchandise that has been selected (such as 
the ski rack) so that the rental proposal can be tailored to the customer to allow the best 
chance of obtaining a rental transaction. Alamo already shows the consumer a picture 
of the vehicle they want to rent, they disclose that additional equipment can be selected, 
so displaying a picture of the vehicle with the selected additional equipment is 
considered obvious in view of Johnson. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Ruhl whose telephone number is 703-308-2262. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 703-308-2702. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




